
United States R\tent and ThADEMARK Ofhce 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Addren: COMMISSIONER OF PATENTS AND TRADEMARKS 
P.O. Box 1450 

Alexandiia, Vnginia 22313-1450 

flWW.UlptO.gOV 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



09/824,286 



04/02/2001 



Linda C. Burkly 



A006 US CON 



2466 



7590 



■ 05/29/2003 



BIOGEN, INC. 
14 Cambridge Center 
Cambridge, MA 02142 



EXAMINER 



O HARA, EILEEN B 



ART UNIT 



PAPER NUMBER 



1646 

DATE MAILED: 05/29/2003 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 07-01) 



Office Action Summary 



Application No. 

09/824.286 



Examiner 

Eileen O'Hara 



Applicant(s) 

BURKLY ET AL 



Art Unit 

1646 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1)^ Responsive to communication(s) filed on 24 March 2003 . 
2a)^ This action is FINAL. 2b)n This action is non-final. 

3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 
Disposition of Claims 

4) K Claim(s) 25 and 29-58 is/are pending in the application. 

4a) Of the above claim(s) 29-58 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) K Claim(s) 25 is/are rejected. 

Claim(s) is/are objected to. 

8) S Claim(s) 25 and 29-58 are subject to restriction and/or election requirement. 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10) ^ The drawing(s) filed on 02 April 2001 is/are: a)n accepted or b)K objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

11) n The proposed drawing correction filed on is: a)n approved b)n disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (POT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) □ The translation of the foreign language provisional application has been received. 

15) ^ Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121. 
Attachment(s) 

1 ) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-41 3) Paper No(s). . 

2) □ Notice of Draftsperson's Patent Drawing Review (PTO-948) 5) □ Notice of Infonnal Patent Application (PTO-1 52) 

3) O Infomiation Disclosure Statement(s) (PTO-1 449) Paper No(s) . 6) □ Other; 
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DETAILED ACTION 

1. Claims 25 and 29-58 are pending in the instant application. Claim 25 has been amended 
and claims 1-24 and 26-28 have been canceled as requested by Applicant in Paper Number 8, 
filed March 24, 2003. 

Claims 29-58 are withdrawn from further consideration pursuant to 37 CFR 1.142(b), as 
being drawn to a nonelected invention, there being no allowable generic or linking claim. 
Claim 25 is currently under examination. 

Priority 

2. Applicants' amendment to the specification to recite the priority claimed in the 
declaration is acknowledged. 

Terminal Disclaimer 

3. The terminal disclaimer filed on April 10, 2003 disclaiming the terminal portion of any 
patent granted on this application which would extend beyond the expiration date of US Patent 
No. 6,323,027 has been reviewed and is accepted. The terminal disclaimer has been recorded. 

Oath/Declaration 

4. The objection to the declaration is withdrawn in view of the substitute declaration 
submitted. 

Objection to Specification 

5. The objections to the specification are withdrawn in view of Applicants' amendment. 
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Withdrawn Objections and Rejections 

6. Any objection or rejection of record which is not expressly repeated in this action has 
been overcome by Applicant's response and withdrawn. 

Drawings 

7. The objection to the drawings are maintained, because the different sections of the same 
figure should have capital letters instead of lower case letters. 37 C.F.R. § 1.84(U)(1) states that 
when partial views of a drawing which are intended to form one complete view, whether 
contained on one or several sheets, they must be identified by the same number followed by a 
capital letter. For example. Figure 2 should be labeled 2A, 2B, 2C and 2D instead of 2a, 2b, 2c 
and 2d. Figures 3, 13 and 15 should also be corrected. 

Claim Rejections - 35 USC § 112 
The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

8. Newly amended claim 25 is rejected under 35 U.S.C. 112, first paragraph, as containing 
subject matter which was not described in the specification in such a way as to enable one skilled 
in the art to which it pertains, or with which it is most nearly connected, to make and/or use the 
invention, for reasons of record in the previous Office Action, Paper No. 6, at pages 7-8. Claim 
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25 expressly requires the deposited material referred to therein to practice the invention. 
Apphcants' referral to the deposits of hybridomas AF.F4, CQ.Cl 1, AE.C9 and CP.B8 on page 
55 of the specification is an insufficient assurance that all of the conditions of 37 CFR sections 
1.801 through 1.809 have been met. If the deposits were made under the provisions of the 
Budapest Treaty, filing of an affidavit or declaration by applicants, assignees or a statement by 
an attorney of record over his or her signature and registration number stating that the deposits 
have been accepted by an International Depository Authority under the provisions of the 
Budapest Treaty, that all restrictions upon public access to the deposits will be irrevocably 
removed upon the grant of a patent on this appHcation and that the deposit will be replaced if 
viable samples cannot be dispensed by the depository is required. This requirement is necessary 
when deposits are made under the provisions of the Budapest Treaty as the Treaty leaves these 
specific matters to the discretion of each State. Although an affidavit or declaration was filed in 
the parent case 09/189,129, a new statement that designates the present application number is 
required. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

9. Claim 25 remains rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 
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Claim 25 is indefinite because claim 25 encompasses a pharmaceutical composition 
comprising a common gamma chain of cytokine receptors blocking agent, and there is no 
recitation of an amount of the blocking agent that would be "effective" for activity. A 
composition could only contain one molecule of the blocking agent, but this would not be 
enough to have a pharmaceutical effect. 



Conclusion 

10. Claim 25 is rejected. 

Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
AppUcant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS fi-om the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
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however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Eileen B. O'Hara, whose telephone number is (703) 308-3312. 
The examiner can normally be reached on Monday through Friday from 10:00 AM to 6:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Yvonne Eyler can be reached at (703) 308-6564. 

Official papers Before Final filed by RightFax should be directed to (703) 872-9306. 

Official papers After Final filed by RightFax should be directed to (703) 872-9307. 

Official papers filed by fax should be directed to (703) 308-4242. 
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Any inquiry of a general nature or relating to the status of this application should be 
directed to the Group receptionist whose telephone number is (703) 308-0196. 

Eileen B. 0'Hara,Ph.D. 



Patent Examiner 




PRIMARY EXAMINER 



